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Status 

1)0 Responsive to communication(s) filed on 



2a)n This action is FINAL. 2b)|EI This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 , 453 O.G. 21 3. 

Disposition of Claims 

4) S Claim(s) 1-105 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1:105 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a) 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 

IDD The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0.152. 
Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f) 
a)n All b)n Some * c)^ None of: 

1 □ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" granted 
by a patent and to prevent possible harassment by multiple assignees See In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongi, 759 F.2d 887 
225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937 214 USPQ 761 
(CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and In re 
Thorington, 41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1 -64 are provisionally rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 1-29 of 
copending Application No. 10/384,075. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the phenolic compound that is 
at least tri-functional with respect to aldehyde reactivity is obviously the same as phenol 
which is recited as being contained in at least 25 pbw in the composition of the '075. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

3. A rejection based on double patenting of the "same invention" type finds 
Its support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
Identical subject matter. See Miller v. Eagle Mfg. Co., 151 U S 186 (1894)- In re 
Ockert, 245 F.2d 467, 1 1 4 USPQ 330 (CCPA 1 957); and In re Vogel, 422 F 2d 438 1 64 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
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scope The filing of a terminal disclaimer cannot overcome a double patenting reiection 
based upon 35 U.S. C. 101. ^ ' . 

4. Claims 65-99 are provisionally rejected under 35 U.S.C. 101 as claiming 
the same invention as that of claims 1-29 of copending Application No. 10/384,075. 
This is a provisional double patenting rejection since the conflicting claims have not in 
fact been patented. 

5. Claims 28, 39, 41 , 42, 44, 68, 70, 72, and 74 are rejected under 35 
U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

The claims recite amounts "up to...". The recitation includes amounts of "zero", 
thus making the ingredient an optional component. However, said components are 
essential components and cannot be zero in amount, which makes the ingredient non- 
existent in the composition. Thus, the recitations render the claims Indefinite and/or 
confusing. 

6. Claims 74 and 75 are objected to under 37 CFR 1 .75(c), as being of 
improper dependent form for failing to further limit the subject matter of a previous 
claim. Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. The 
independent claim 65 recites that the phenolic compound is at least 25 wt%, while claim 
74 recites an amount of "up to 50 wt%", which includes amounts less than 25 wt%. A 
similar explanation applies to claim 75 which recites amounts of 5-15 wt%. These 
claims do not further limit claim 65 from which they depend. 



Application/Control Number; 10/654,661 Page 4 

Art Unit: 1711 

7. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale m this country, more than one year priorto the date of application for patent in the United 

Claims 1-65 and 100-105 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Bender et al 5,405,932. 

The cited prior art discloses a process for an oil-soluble, phenolic resin-modified ' 
natural resinic acid esters which are able to form sel-gelling mineral oil solutions, and 
can be used in Ink formulations. The composition comprises fatty acid, resin acid, 
aldehyde, and at least tri-functional phenolic compound. The process comprises heating 
the reactants at elevated temperature and for a time sufficient to form the resin. The 
composition further comprises polyol, unsaturated olefinic compound, and metal oxide. 
See columns 2-13. All the physical characteristics of the claimed process composition 
would be inherent in the prior art process if not expressly disclosed. 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to SAMUEL A. ACQUAH whose telephone number is 
571-272-1065. The examiner can normally be reached on M-TH, FRIDAYS OFF. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, JAMES SEIDLECK can be reached on 571-272-1078. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



872-9306. 
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10/30/04 




